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Ri:]vr\kKs/AR(;iuviii;iN IS 

I. SumnKuy of Hic Onicc Ac(if»n 

Claims i-77 are pending in this; opplicolion. I lie Kxajrnncr rcjcck'cl </hiinis iM-2K. 
y:^-5'K fO-(yl. 73-75 atui 77. The llxaminer Withdrew Clriin^s 1-17. 2')-'}7. 45o:^ 68-72 
and 76 

The Hxaniincr rejected Claims 18, l'^^, 2.^, 38, 53. 65, 73, 77 under 35 I ^S.C I 1 2. second 
par;i]Liraph. :is hein*.*. indcrinilc Tor lading lt> pMrticnlarK poinl mit imd disltneily ekiim ihe suhjeol 
mailer which rjpplicMuls reL'arci as ihc invenlinn. I he Lxiiminer rejecled Chiim^s ! 3><*"44, 
53-5^K 65-67- 73-75. :ind 77 under 35 ( i.S.( . h)l as lacking, piitenl utilily. The Kxandner 
rejeeled Claims IS-28, 3S- I L 53-59. 65--67. 73-75, and 77 on the urcHind <W" nonsialuitiry 
ubviousness-type doiihle ivjieJUii^; ;is bciiie unpatenuihle over Claims ]-2{) ol'l '.S. Paleni No. 
7.{)I6.S72 {hereinafter, "Piotlts"). 

IL SunuuJiry of A ppficaiits Ui ply 

A(>plicants respeclCuMy siihndi th;ii tio new mailer has heen inUodLteed into the suhjeel 
applicaliun. SpeeillcLitly, Ihe amendmonT To Ckiims IN. 1^). 23, .iX, 5;C 65, 73, and 77 are 
suppiirteel by (he orij^ijial spccilication and drawinjiTS, for example, as disciis\sed heiow in ij:rcnTei' 
detail, r'urlher, aew Claims 78-^3 are supported by the oriijinal speeilicahon iwul dravvinjj.s, lor 
example, as diseiis.se(.l beiuvv in L»reiiter detail. 
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The l'A';jmincr"s I'cjccluwis aic ivspccirntiy it;i\\TscJ I.X'lo^v, 

RLX'iMisicicrril.icin oftfu: [irc'sciU applicalu >ti is rcspcci fiiHy ivtiucslcc!. 

III. I hc rejection of CUuins 18, 19, 23, 38, 53, 65, 73, 77 under 35 ILSX. I 12 

\ I'xnmincr rcjctjicd Claims IK, 1*>, 2'}^ ^.S. 53, 65. 73, 77 iHKlcr 35 U.S,f.\ 1 12. sccoikI 

parai/rap!i,. as bcin!: indcrinile lor fatlini* to pari toitlnrfy point oul ami distinoliy claim lUc sabii.-cl 

rniiUcr wiiicii applicants regard lis the invcniion. Applicams have amondcd ihc ("lainis I I*X 

23, 3S. 53, (>5, 73. 77 lo iitoiv parlieularly point out, and disdnctJy claim the subject matter which 

ihc npplicanis regard as liic invcn(ion. I'ov example, as iimciidecL Ckiini hS recites: 

A nietliod ol\*vahi:itin!:' an nnaivst's perlbrntanee. eotV(j:)risin^: 

utilizing inlbrniation pertaining to at least i^ne oTan upward 
revision and a downward revision ofun analysl\s oj^inion of at least one 
invcsnvicju: 

eaK-iiki{iri,u a perlbrniance score indicaiive of the analyst's 
perlonnance relaiive to oTher analysts, said [Xa tormnnce score dclonnijicd 
In al least v)ne t>r nicasurini.: variabilily oTdK' analyst's perlormance hasetj 
on ai least one (Wan upward revision and dow nwarLl revision, averagin*^ 
historical jicrlVM'manee of the at leiist ojte inve.shnen( roliow!(i!; ilie:ii leasi 
one up^vard revision and dtnvn vvarti revision, determining a nuniher based 
on at least oncot an upvvard revisioiis :ind downward re\isioiis niade l>y 
the analyst, atnl determining, a likelihood llial ;il least one upward (evisttui 
and downward revision will actuaily produce an expected result; and 

comparing, (he artaiysi's perlormance score against perlonnanoe 
scores ofolhcr analysts to produce at least one t^Tan upward rankin!.i, a 
downward rankinjj. and a e(Muhijicd revision rankin*.;. 

SpeciCically, the l-vaniiner staled thai: 

llie claim langi)at:e is not surilcientJy clear for one ol' ordinary skill in the 
art to know what is considered an ^upward ordowrivvaril revision' ... it is 
ju>t clear whether the 'iwisitJir luusl necessarily include an tip^vard oi' 
downvvctrd chanue in opinion, or iPthe information perl a ins to the revision 
and includes an upward or downward chan|:;.e in opinion. 
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The :ipplic:inl.s hnvc nii-icnckni ( inim I -H ivciuiiL' ^Uilili/iii^' inronn;tUi)ii pci fainiiiL' io ai 

IcMsl OIK' v\ m upwaRl IV vision ;mk1 a. clown vvard^^^ i>l at least one 

invcslmcin/" As amended. Claim 1 S indtc:.iles thai ihcre m;iy be one o(\in i.ipw;trd revision and a 

dovviuvard revision bv an analy.si. J'liat is. cm analyst may state one of an Li[}vvard revision or a 

dovvinvnrd i'ovisli>n. |-urther. Jur example, an upward revisiv>M ant! downvvurJ revision is dellncd 

in, at least, the hackiyonnd section ofihis ai.^|)ticalion rceiling; 

During the coiM'sc of providing iiuestmenl advice, each analyst may make 
any number of npvvarci and/or d<.nvmvard I'oreeasi revisions on securities in 
their aiea uT expertise. The ri>reeast revisions, or simply revisions, are 
changes in {^pinion on how much n con^mny is; likely to enin per .share. 

The Kxatniner staled that; 'Uho \vord 'eonsidering^ renders llie Claim indellniie bccatise 

*e(vnsi{jertnif docs noJ clearly define the subsequently listed measurements are used at ail in the 

c a 1 e u I ;.U i o n . " T h c: a p |^ h c a n I s h a v e a n » e r k i ei. I Claim IX removing the vviH\l ^ ^eonsidea ini: ^ and 

ineludin;; Uic words "by at least one oiV* As amencied Claim IS reeites: 

ealeulaiinp. a perlorminiee score irKiieaiive oTlhe analyst's perrorivutnee 
relative U) oiiicr analy.sts. said perCormanee score determined by at least 
on e oi^ 

The nxaminer slated rlral: "a .stant;lard dev ialinu reqiitrcs thai !Ik; Te visii hi" \k: 

nnmerieal. " Applicants respeell'uily disaiiree. l hw\ever. applicants have removed the relercnee 

to stniidard deviation iVom all in(.lependeni. claims, l unher applicants have amended new Claims 

7S'S."> dcllning caieulalin^ a peri"orm;niee seoie lo rorther include delermininp. a slandard 

deviation. I'or example, dependent Claim 7S recites: 

Ihc method ofCIain) 18. wherciti ealcuiatin[j. a perlormance score further 
comprises determining.^ a stimdard deviation based on at least one upward 
revision and dvnvnvvard revision, 
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I'ov Lit IcMsl iho nlorciiu-nliunccl reasons disciKtsod rolcviHit lo L'laiin 18. iiiiicuJcd 
indcpciukNU thiinis ;.S, .ri. 05. 7.>. liikI 77 .should aiso he ailttwed, Accordin.uly. lor al k\usL i!k\sc 
reason.s, appltcanis rcspccMully rcqLicsl thai (his rejection he wiihdmun. 

I iic l-ixaminer rejected ( iaini 1^) av; havini; insui'llcienr oiitcccdcnl kisis Itu' the phrui^e 

"said three disdnel periods ol iime/' AppiicafXs have amended Ciaini 19 lo provide sufficient 

antecedent Ixisis. I'lnihci'. ihe Kx:nniner stated that "ihc word approximately is indelijiite." The 

applicants have amended ( "hiim 1^, iurlher dellning the three distinct periods of time replacing 

liie term 'approximately^* with, ihe lertii "ahoiil/" That. is. the word ^^ahoiit*' \s alfowabJe with, for 

example- relerenee to lime. See. \\ .[.. < iore S:. As.soeiates. Inc. v. ("iarloek. Inc., 721 F.2d ]54(h 

220 USPC) MYMbcxl. C'ir. As amcndal < '(aim I') recites: 

I he niednid t^rc/laini 18, wherein deternnninij. at least on oftlic analyst's 
performanee and performance score is detenuiiied based on al least one of 
three distinct periods rd' ( inie eojuprisinii a short period of time wldcli is 
about iivctiays. an intermediate period ot* time uldeh is abovil Iwentv 
days, and a ton;;, period ol lime which is about sixty days. 

The Fxaminer slated that in "Claini 2.>, Ihe modifier "smair is a reladve term, and does 

not clearly dcline tlie leturn penally." Applicants have removed the term small iVom Claim 23. 

Applieanls ha\ e aisu amended ( 'iaiin 24. dependin;j j'rujii Claim ! S. removing the rorivi snuill. 

Further, remrn jienalty isdeliiicd in. al least, ihe description oCdie applieai).<^n on. Ibr example, 

page 3.", lines As amended ( /laim 23 recites: 

I'lie method ol'Claim 18. tiirrhor comprisiiig adjuslinu said perrornutnee 
.score according to n relurn penally. 

Accordingly, tor al least these reasons, applicants respeeiriiily request l!ial llii.s 

rejection be withdrawn. 
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I v. [ ho rejection ui'Chiims 3S-44, 53-59, 65-67. 73-75, and 77 under 35 H.S.C. 

101 

[ he Kx:iniinci- rcjccict! Ckiinis IK-'.LS. ^>^-6?. 73-75. and 77 uiulcr 35 

I i.S.C. KJI Ms; Inckiiuj pnrcnl ulility. .Applicunts iuivo aniciuiod the Chrims IK, 10, 23, 2-i, 38, .S3. 
65. 73. and 77 U> bcuer dellnc the piueni ulility. rurtht^r applicants wish to stale liuil die claims 
arc diicckxl towards. Tor exaniplc, cvaiiKii.in:' an anulyst'.s pcrlurnnincc. As pt>iiilcd out in llic 
backLrj'oiiiuk olMainiji*> advice ol'atialysls has always beeFi considered a prutlent. exercise, 
l iuThcr, cvaliii'iting na analysts perCorniancc is a siL':nM"iean11y more prudent cxerci.se. ApplicanLs 
rcspcctriilly wish lo point out thai a large porlitin ofihe economy is driven by analyst opinions. 
Iivalaaling analyst's revisions is nseful and pro^luLes a ct>ncrcte and tanLuhlc result. 

Aceor^iinuly. lor at Jea.sl these reasons, applicants respecl t\iliy request dial this rejeelion 
Ix: vvithdriivvii. 

V. { he rejection ol Claims 18-28, 38-44, 53-59, 65-67. 73-75. :un\ 77 on the ij;roiind of 
iHHishituiory ohvioiisness-lype lionble palentini; 

The r-xaminer rejecleLi Claims !,S-2S- 3S-4 L .S^-.SO. 0.^^-67. 73-75. and 77 on llie .yroiiad 
oi'jionslauiiory obv iousness lypc double patenting, as beinjLi iinpatcniable over Claims 1-20 o\ 
BeLlis. ApplieanLs will file a Terminal Disclaimer resoivinu die nojistaUitory obviousness-lype 
double palenlin.u jvjeedon upon llse indication oi'ailowable subjeei mailer. 

Aceordinidy, lor al ieasl these reasons, apj^tieanis respeetrully rcciuesl liuv. tilts rcjeciion 
be vvididrawn. 
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ApplicaiUs rcspccUnlly suhmii ihoL as licNCribcd iilx>vc. llio prior arl dvvs uoi siiovv 
or siiL»;j,csi (he combination i>f features rociicu in iho claims. Applicrinis do noi c<)ncci.ic ih:il I he 
cited prior an .sIh.>\v:s ;uiy llic cluncnls rcciLccl in I he claims. I lovve\ er. Applicants have 
provided spool He c:xnin|>lcs oi' elements in iJie claims ih<ii ;irc clearly not prcseiH in liic ciie(.i prior 
an. 

In addition, each of t he comhtnaiion of limitalioiis recifed in llie ehitnis includes 
LKklitioiial liniilalions not shtrvvn or .sujL.',gestcd ]\y tfic prior :ir{. 'riierorore. i'ov these reasons as 
well. Applicants respceirnl]> reqiicsl wiilidraual oi'lhe rejection. 

I nrthcr. llicre is no rnotivcaion sliovvn (o combine the prior art eiied hy the li.xaniiner. and 
even il'thesc reaciiinjjtsi o1 the prior art are ci Mul^incti. ific conihinattt >n tiiVlernenls ot'claims. 
vvIk'ji LMcli is inlerprcLed as a \vhi)le, is no? disi:lo.sed in iho [ v\;iroinor"s [Moposcxl comhinaiion, 
As ihe eonihinail4:>n oreieoienls in each ol the claims is not disclosed. Applicant.*-: respecttiilly 
t'cqiie^^t tltat the Iixaniiner \\ ididmvv the rejceUnits. 

Applicants stroni^ly ei,nphast/c tluU one revicwintj; the pro,secittiori liistory siiould iK)t 
inlci'prct any ol'liic examples Applieanrs Ivnc descriixnl herein in connection with dislingutshfni.i 
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over Ihc pi ioi nri <i.s iimitim,: lo tiio.^e ^ipeci^!c IcaLiiivs in tsolntion. K.iUior. Applicanls ;tssi:i t 
it is Uh- con}birKition (W\HonK.'!iis rcci!cd in each of the chiinis. vvhcn each claim is inrerproroci ;w 
a whole, v. hieh is p:iJ.enl;ibie. .^pphca^f.s Iyaw. eniphasi/.ed certain leaLures in the chiims as 
elccirly no\ prcseiil in the eiled referonces. as clisetis.^ej ahove, IJowever, Applieanls do not 
concede Uml other ieatiuvs in ihc claims are fonnd in die prior art. i<alhcr, (or (he siike uJ* 
.simph'ciiy, App[icaiU.s are providin^^ examples (^f vvliv the claims descrtix:d above are 
disliiiLMtishahlc over the eile<l jirior at t. 

Applieanls wish lo clarify lor die record, if necessary, diat the claims lu.ive been amended 
to expedite prosecution. Moreover. Applieanls reservt.- ihe riuhl to pursue die orii^inal sLibjecl 
matter recited in the present claims in a conrit^unTlon application. 

Any narivwioi^ aiuendmenis made i.o die claims in the present AnKautmeiil iire not U> he 
construed ns a surrender td";iny snhjeel uiaUer between the ori|L:inal claims and l.ho presc?ni 
claims: radier merely Ajiplicnjiis' liesi attempi ai providini.M.>ne or mcire ^^leilniliuiis ol vvhat the 
Applicants believe to lu: suitable patent protection. In addiliiMK llle present claims provide the 
inleiuled scope oi'protccUon dial. Applicarits are seekini;. tor this application. I hercfore, no 
estoppel should be presumed, and Applicants' clainv<; are toiendcd To ituthtde u scope ol' 
protection under the Doctrine of I'.qui v;deals. 



t i.M I )( K f.i) ''J-.'! iv) 



PAGE 45/47*RCVDAT3/30l20073:59:OOPM|Eastem Daylight Time]*SVR:USPT0-EFXRF-5/14*DNI8:^ 



03/30/2007 16:04 FAX 212 230 8888 



WILMER CUTLER PICKERING 



a 046/047 



Docket No.: h). 1201 IS I P/Vi rNT 

Serial No. 

Funher AppWcanLs hereby retniel Liny ai'i^Lmieiits aiKlA>r sl;j(en\eiiis ni:nlc dnrini', 
proseeiiliun tiuil ueiv ivjeelcd by ihc I ixainiuer duriiitA proseeLilioii arul/or ihai were unneeessary 
loohlitin allow-inee. and only njainiaiiis llie iii'siiimcnis \\vM pcrsiKulecl ihc lixaininer wii.h n-specl 
to the alKnvabiltiy ol liie paleni elainis. as one ol ordinary skill w(HiId under.siaud from a review 
of Tho prosoontinn hismiy. Thnr is, Applicanis specillcally relraet .sUileiueal,^ ih:a one ol'ordinary 
skill woiiid reeoizni/.e from rcadinj; the file lii.slory were not necessary, noi used ^ind/or were 
ivjecfed by ihe Hxaniiner in alU>W'ini^ die paterU applieation. 



For all die reasons advanced aimvc. Applicanis; icspec* Inlly submit lliar die rcjeclions 
have been overeorne and shonld be vvil.hdravvn, 

For all ihe reasons advanced above Appiieants respeeU\illy siibniil thai dte A[>piieadon Is 
in eotidilion lor allowanee. and lhal such action is earnesdy solieiunl. 



- .4 ! - 



PAGE 46147 ' RCVD AT 3/3012007 3:59:00 PM [Eastern Daylight Time] ' SVR:USPTO-EFXRF-5/14 * DNiS:2738300 « CSID:212 230 8888 * DURATION (mtn-ss):06^6 



03/30/2007 16:04 FAX 212 230 8888 



'.VILMER CUTLER PICKERING 



1047/047 



ntjckeiNo-:26n9.I.20USl 
Si-m] No. 09/829,439 



eENTmLPAXeiNTSR 

MAR 31 2007 



PATENT 



AUTHORIZATION 



The Commissioner is hereby ciuihorized to charge any additiooril fces^ which niny be 
required for this Anicndjuci it, or credit any ov crpM ynient, to Depoi^il Account No. 08 02 } 9 

In xhc event rhat an Exlens^ojn of Time is required, or ^vhicli may be required in uddition 
LO that requested in a pt:tilion for an Ex.tei23ion of Time, the Cuinmissioncr rrtqucs^ed to gnmi a 
petition for that Extension of Tinic which i.^ tcqinrt:d lo make this response timely and iy hereby 
iJu^^lori^ed to chnr[r.c any fee far such an Extension of Time or credit any ovcrpa>TOcnt for rui 
Exteivsion of Tin>ti to Deposit Account No. 0S-02)9. 



3^9 Park A venue 
New York. NY 1.0022! 
TEL (212) ::!30 8887 
FAX {212)230-8888 
J^^t^: -.^j ^ /o? - 



RcTspcctiiiliy submitted. 



Wilmcr Cuticr Pickering Hale and Dorr LLP 




Irah H. DoiTner 
AnQmc:y for Applicants 
Registration No. 35,120 
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